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P.O. Box 1450 
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Dear Sir: 

Petitioners, on 30 November 2004, submitted a newly presented petition with alternative 
requests for resolving this matter. Petitioners noted the earlier denial of the petition to withdraw 
the terminal disclaimer recorded against the patent and the finality of that position. 

Petitioners now request that the petition and alternative requests filed on 30 November 
2004 be considered as a petition on a question not provided for in the rules and as a petition that 
the rules are suspended to accord Petitioner relief in the interests of justice. 

The Office position appears to be that based in large part on the case Bayer AG v. 
Carlsbad Technology, Inc. (a copy of the case was enclosed with earlier petition). The Office 
has apparently taken the position that the Office is not permitted to change or withdraw a 
terminal disclaimer under any circumstances. We believe the Office has read the Bayer case 
too broadly. The Bayer case holds that; (1) a patentee is not entitled to withdrawal of a terminal 
disclaimer that was correct as filed , but (2) Petitioner is entitled to relief if the disclaimer was 
incorrect when filed. In this regard, Petitioner asserts that the provisions of the MPEP at § 1490 
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are similarly overly broad in effect wherever the MPEP section is not consistent with the case 
law cited above. 

Petitioner asserts that the Office interpretation of the case law and MPEP § 1490 are not 
correctly based on the case law. In the interests of justice, Petitioner requests that the Petition 
and alternative requests filed on 30 November 2004 should be acted on under 37 C.F.R. §§182 or 
1 83. Petitioner request a resolution of the requests filed 30 November 2004 in order that 
Petitioner can request further review where appropriate in light of the errors in construing the 
effect of the rule announced in the case Bayer AG v. Carlsbad Technology, Inc set forth in MPEP 
§ 1490. 

No harm to the public results since the effect of a terminal disclaimer is known and its 
correct term is readily apparent to a competent reviewer. By operation of law, the correct 
application of the terminal disclaimer in a double patenting rejection would result in a term 
limited to a related patent, not an unrelated patent. Accordingly, the correction of the terminal 
disclaimer would not change the scope of the claims that is governed by operation of the law of 
double patenting and terminal disclaimers. 

Serious harm does, however, result to the Petitioner if the correction is not made to the 
disclaimer in the case and the Petitioner loses substantial patent term. 

Respectfully submitted, 





Mark DiPietro 
Reg. No. 28,707 
MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, MN 55402-0903 

Telephone: (612) 371-5375 

E-mail: mdipietro@merchant-gould.com 
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